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A claim for damage in tort is stipulated in Article 709 of the Civil Code.  However, in 

the case of patent infringement, it is often difficult for a patentee to prove the damage, so special 

provisions are established in the Patent Act.  The presumptive rule of the amount of damage 

stipulated in Article 102 of the Patent Act is one such provision, and it stipulates the method of 

calculating the amount of damage.  The method for calculating lost profits under Article 102 (1) 

was revised due to the revision of the Patent Act last year and came into effect on April 1.  Due 

to the revision of this Act, the overlapping application of Article 102 (1) and (3) is stipulated, and 

the amount of damage (amount equivalent to royalty) of the former paragraph (3) which is deemed 

to have been licensed to an infringer can now be added to the lost profit of the former paragraph 

(1) for the damage that was not recognized in the calculation of the lost profit of the former 

paragraph (1). 

The lost profit equivalent to the former paragraph (1) is the amount obtained by 

multiplying the amount of profit per unit of articles of the patentee by the quantity obtained by 

deducting the quantity equivalent to circumstances in which the patentee is unable to sell 

(estimated quantity) from a portion not exceeding the quantity proportionate to the ability of the 

patentee (quantity proportionate to the ability to work such articles) out of the quantity of the 

infringing articles assigned by an infringer (assigned quantity).  The circumstances in which the 

patentee is unable to sell include, for example, a business effort of the infringer, the existence of 

competitive articles in the market, excellent characteristics of the infringing articles, and the 

market difference between the patentee and the infringer.  According to the revision, of the 

portion exceeding the "quantity proportionate to the ability to work such articles" and the amount 

equivalent to the "estimated quantity", the profit which the patentee would have been entitled to 

receive if the patentee had licensed the patent to the infringer can now be claimed for damage as 

an "amount equivalent to royalty". 

On February 28, prior to the enforcement of the revision to this Act, the Intellectual 

Property High Court delivered a grand panel decision (2019 (Ne), No. 10003).  In this appellate 

https://www.miyoshipat.co.jp/en/patent/single.php?iid=17&id=9&page=1#titleList2


instance, the amount of damage under Article 102 (1) was disputed.  Since the IP High Court's 

views on the "amount of profit per unit of articles", the "quantity proportionate to the ability to 

work such articles" and the "estimated quantity" in the revised Act were presented in advance, it 

is believed that claims for damage of patent rights filed in the future will be determined based on 

this grand panel decision. 

With regard to compensation for damage of patent rights, at the time of the revision of 

the Act, the Economic and Industrial Committee of both the House of Representatives and the 

House of Councillors adopted a supplementary resolution that the introduction of a so-called 

"punitive compensation system", etc. should be continued to be considered while paying close 

attention to trends in other countries in order to eliminate people benefitting unreasonably from 

infringement due to an increase in the amount of compensation.  Accordingly, in the Patent 

System Subcommittee of the Industrial Structure Council, the punitive compensation system and 

a compensation system based on releasing or depriving the infringer's profits were considered, 

and the "Interim Report on Patent Systems Appropriate for the Age of AI and IoT Technologies" 

was released on July 10.  The report stated that there were many negative views on the punitive 

compensation system, so those involved should be prudent when implementing this system at the 

early stages, but the compensation system based on releasing or depriving the infringer's profits 

would be further discussed as to whether it would be possible to establish a system that obtains 

the understanding of related parties.  Accordingly, it is expected that reforms will be made so as 

to further increase the amount of damage in the future. 

This article is based on my column, which appeared in the April 1, 2020 issue of Keizai 

Sangyo Shinpo, and has been revised and edited. 
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