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Case info: 

Osaka District Court 

Heisei 29 (Wa) Case No. 10716, Patent infringement case including a request for injunction etc. 

Decision delivered on February 18, 2021 

 

1) Summary of Case 

The plaintiff (Sunrail Corporation, ‘Sunrail’) holding the JP patent No. 530032 titled“Apparatus 

and method for installing handrail”１ (‘the present patent’) sued the defendant (Inoue Shoji Co. 

Ltd., ‘Inoue’) before the Osaka District Court. Sunrail alleged:  

- The method (‘Inoue’s method’) associated with the product made and sold by Inoue (‘Inoue’s 

product’) falls within the technical scope of claim 1 of the present patent;  

- Inoue’s acts of making, selling, and offering to sell Inoue’s product constitute indirect 

infringement of the present patent; and  

- Inoue’s use of Inoue’s method constitutes direct infringement of the present patent. 

Sunrail sought injunctions to stop Inoue from making, selling, and offering to sell Inoue’s product 

and from using Inoue’s method, and also demanded disposal of Inoue’s product.  Sunrail also 

sought compensation for damages. 

 

Inoue was making and selling a handrail (‘Inoue’s product’). Inoue’s product was installed in 

balconies by using ‘Inoue’s method’.  In installing Inoue’s product, Inoue, as a business practice, 

would perform Inoue’s method up to the point where the glass-installment frame was attached to 

the handrail main structure, and the subsequent steps of fitting the glass panels would be performed 

by another contractor.  

 

The court ruled: Inoue’s method fell within the technical scope of the present (patented) invention; 

Inoue committed direct infringement of the present patent; and Inoue’s commercial activities of 

making, selling, and offering to sell Inoue’s product constituted indirect infringement of the 

                                                      
１ Despite the title, all three claims (one independent claim and two dependent claims) of this patent are 

directed to a “method”. 

https://www.miyoshipat.co.jp/en/patent/single.php?iid=28&id=11&page=1#titleList2
https://www.miyoshipat.co.jp/en/patent/single.php?iid=17&id=9&page=1#titleList2
https://www.miyoshipat.co.jp/en/patent/single.php?iid=47&id=15&page=1#titleList2https://www.miyoshipat.co.jp/en/patent/single.php?iid=47&id=15&page=1
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present patent.  

 

Here, we will review the portion of the decision relating to the direct infringement. 

 

2) Court’s Decision 

1. Inoue must not make, sell, or offer to sell Inoue’s product. 

2. Inoue must dispose of Inoue’s product. 

3. Inoue must not use Inoue’s method. 

4. Inoue must pay to Sunrail 54,819,267 yen２ as compensation for damages. 

 

3) Court’s Reasoning３ 

Dissection of the elements of the present invention: 

 A) A method of installing a handrail, comprising erecting support columns 1 regularly 

spaced along a parapet P of a balcony and providing a top handrail 2 to bridge the upper ends of 

the support columns 1 to form a handrail main structure 3 (Figure 1), wherein  

 B) a glass-installment frame 14 is provided on the exterior side of the handrail main 

structure 3, wherein the glass-installment frame 14 consists of: a top frame 5 forming a contiguous 

upper groove 4 … ; a bottom frame 7 forming a contiguous lower groove 6 … ; and left and right 

frames 10, 11 forming side grooves 8, 9 … (Figures 1 & 2), 

 C) the glass-installment frame 14 is provided with joint frames 13 (Figure 1),  

 D) on the exterior side of the support column 1, a hook 15 is provided … (Figure 5),  

 E) on the interior side of the joint frame 13, a complementary hook 16 is provided … 

(Figure 5), 

 F) wherein the method further comprises: firstly, working from the interior, engaging an 

upper edge 12a of a first glass panel 12 into the upper groove 4 (Figure 3); 

 G) then fitting the glass panel 12 in between the top and bottom frames 5 and 7, by a 

‘Ken-don’ method４ wherein the lower edge 12b of the glass panel 12 is settled into and engaged 

with the lower groove 6 (Figures 3 & 2); 

 H) then engaging the glass panel 12 with the side groove 8 … (Figure 5); 

 I) then engaging the joint frame 13 with a side edge 12d of the first glass panel 12 such 

that the joint frame 13 holds the side edge 12d … (Figure 5); and  

                                                      
２ Approximately 0.5 million US dollars. 
３ This section provides excerpts from the actual decision but we have added further simplification and 

clarification for ease of reading. 
４ ‘Ken-don’ refers to a traditional Japanese construction method for fitting a panel (such as a door panel) 
between upper and lower frames, by first lifting the panel into the groove of the upper frame and then settling 

the panel into the groove of the lower frame. 
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 J) then, likewise fitting a second glass panel 12 … such that the preceding joint frame 13 

holds the side edge 12c of the second glass panel 12 … (Figure 7); 

 K) thereby alternately installing a plurality of glass panels 12 and a plurality of joint 

frames 13 into the glass-installment frame 14 while working from the interior, such that the 

plurality of glass panels 12 are installed contiguously over the longitudinal length of the handrail 

main structure 3 on its exterior side (Figures 7 & 1), 

 L) to provide the method of installing a handrail. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

Regarding the questions of whether Inoue’s method falls within the technical scope of the 
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present invention and whether there is direct infringement 

Inoue sells Inoue’s product, and also performs Inoue’s method up to the point where the glass-

installment frame is attached to the handrail main structure (elements A and B).  The subsequent 

steps of fitting the glass panels (elements C to K) are performed by another contractor (‘second 

contractor’).  (Inoue has maintained that he does not sell any glass panels.) 

 

However, according to the evidence, the second contractor who has performed the steps of fitting 

the glass panels appears to have used Inoue’s product, followed Inoue’s method as instructed by 

Inoue, and completed the glass-fitting steps as continuation from Inoue’s earlier steps. In this 

regard, Inoue and this second contractor are deemed to have jointly carried out Inoue’s method 

which comprises all steps corresponding to the elements A, B, and C through K. 

 

Thus, this court (Osaka District Court) finds that Inoue’s method falls within the technical scope 

of the present invention, and Inoue’s act has constituted direct infringement of the present patent. 

 

4) Our comments 

There was a precedent decision, in Tokyo District Court Heisei 12 (Wa) Case No. 20503 (relating 

to “Method of forming electrodeposited image”, delivered on September 20, 2001), which ruled 

that there was direct infringement even if some of the steps of the claimed method had been 

performed by someone other than the defendant. The principle underlying this ruling is sometimes 

called “tool theory” among Japanese practitioners, meaning that the party performing the 

remaining steps is considered a mere “tool” used by the defendant and thus the defendant is wholly 

responsible for infringing the patent claim.  

 

In the present case also, Inoue was performing only some of the steps of Inoue’s method, but the 

court stated “Inoue and the contractor who fitted the glass panels are deemed to have jointly carried 

out Inoue’s method” and ruled that Inoue’s practice constituted direct infringement. We believe 

this case has many implications for legal practice of patent infringement litigation and is worthy 

of attention. 

 

      

 

Disclaimer: 

The above statement is a purely public resource of general information intended to be correct and 

complete but not guaranteed. 


